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Intellectual Property: China

China: Intellectual Property

1. What different types of intellectual property
rights exist to protect: (a) Inventions (e.g.
patents, supplementary protection certificates,
rights in trade secrets, confidential information
and/or know-how); (b) Brands (e.g. trade marks,
cause of action in passing off, rights to prevent
unfair competition, association marks,
certification marks, hallmarks, designations of
origin, geographical indications, traditional
speciality guarantees); (c) Other creations,
technology and proprietary interests (e.g.
copyright, design rights, semiconductor
topography rights, plant varieties, database
rights, rights in trade secrets, confidential
information and/or know-how).

(a)

The followings are available for inventions: patents, rights
in trade secrets, confidential information and/or know-
how.

(b)

The followings are available for brands: trademarks,
cause of action in passing off, rights to prevent unfair
competition, association marks, certification marks,
hallmarks, designations of origin, geographical
indications, trade name, domain name.

(©

The followings are available for other creations,
technology and proprietary interests: copyright, design
rights, semiconductor topography rights, plant varieties,
database rights, rights in trade secrets, confidential
information and/or know-how.

2. What is the duration of each of these
intellectual property rights? What procedures
exist to extend the life of registered rights in
appropriate circumstances?

Invention patent: 20 years from filing date; Utility model

patent: 10 years from filing date; Design patent: 15 years
from filing date; Semiconductor topography:10 years
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from filing date or 15 years from the creation date,
whichever is earlier; Plant varieties:15-20 years
depending on the specific variety.

There is no procedure to extend the life of the above IP
rights, except for the patent related to a new
pharmaceutical product approved for marketing in China
to compensate for the time taken for review and approval.
The patent term extension shall not exceed 5 years, and
the resulting total effective patent term shall not exceed
14 years from the approval for marketing of the new drug.

Trademarks: 10 years since registration date. Renewable
for 10 years each time (1) within 6 months before the
expiration, or (2) within a grace period of 6 months
beyond the expiration.

Copyright: For a work of a natural person, the lifetime of
the author plus 50 years after his death for protection of
the right of publication and the rights as provided in (5) to
(17) in Article 10.1 in the PRC Copyright Law, expiring on
December 31 of the fiftieth year after his death. In the
case of a joint work, the lifetime of the surviving author
plus 50 years after his death, expiring on December 31 of
the fiftieth year after his death.

For a work of a legal person or unincorporated
organization, and a work for hire whose copyright
(excluding the right of authorship) is enjoyed by a legal
person or unincorporated organization, the term of
protection for the right of publication shall be fifty years,
expiring on December 31 of the fiftieth year after the
completion of its creation; and the term of protection for
the rights as provided in (5) to (17) in Article 10.1 of the
PRC Copyright Law shall be fifty years, expiring on
December 31 of the fiftieth year after the first publication
of such a work; but if a work is not published within fifty
years after the completion of its creation, it shall no
longer be protected.

For an audiovisual work, the term of protection for the
right of publication shall be fifty years, expiring on
December 31 of the fiftieth year after the completion of its
creation; and the term of protection for the rights as
provided in (5) to (17) in Article 10.1 of the PRC Copyright
Law shall be fifty years, expiring on December 31 of the
fiftieth year after the first publication of such a work; but
if a work is not published within fifty years after the
completion of its creation, it shall no longer be protected.
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3. Who is the first owner of each of these
intellectual property rights and is this different
for rights created in the course of employment or
under a commission?

Patents, semiconductor topography and plant varieties:
the entities or individuals who have made the invention-
creation, unless otherwise agreed upon in advance. For
service invention-creation, the first owner is the employer
unless otherwise agreed upon in advance.

Trademarks: trademark applicant who has filed in bona
fide or on case-by-case basis, the first bona fide user of
the trademark.

Copyright: The owner of copyright in a work is its author.
The author of a work is a natural person who creates the
work. IF a work is created under the auspices of,
representing the will, and under the responsibility of a
legal person or unincorporated organization, such a legal
person or unincorporated organization shall be deemed
the author of the work.

4. Which of the intellectual property rights
described above are registered rights?

Patents, trademarks, semiconductor topography rights
and plant varieties are registered rights.

A copyright shall subsist on the date when a work is
created. Copyright registration is optional and advisable.

5. Who can apply for registration of these
intellectual property rights and, briefly, what is
the procedure for registration?

Patents, trademarks, semiconductor topography rights
and plant varieties: Any individual, legal entity or other
organisation. The registrations of patents in China can
follow either Paris conventional route or PCT route (not
for design). But for semiconductor topography rights and
plant varieties, there is only one route: directly filing the
application with the competent authority in P.R. China.

The registrations of trademark in P.R. China can follow
either domestic filing route or international filing route.

Copyright: Authors and legal persons or unincorporated
organizations as authors register their works with a
registry recognized by the copyright authority in P.R.
China.
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6. How long does the registration procedure
usually take?

Patents, semiconductor topography and plant varieties:
For invention patent, it takes on average 2.5 years from
filing to granting. For utility model patent, it takes on
average 10 months from filing to granting. For design
patent, it takes on average 6 months from filing to
granting. For semiconductor topography, it takes on
average 2 months from filing to registration. For plant
varieties, it takes on average 4 years from filing to
registration.

Trademarks: 1 year on average.

Copyright: 3 months on average.

7. Do third parties have the right to take part in or
comment on the registration process?

Patents: Only for invention patent after publication. For
utility model/design, semiconductor topography and
plant varieties, the third party has only option of file an
invalidation request after the announcement of the rights.

Trademarks: Within three months since the publication on
the Trademark Gazette.

Copyright: The copyright registration can be cancelled on
the basis of final court verdict, administrative penalty
decision.

8. What (if any) steps can the applicant take if
registration is refused?

As for Patents and Trademarks, the applicant can appeal
with the competent authorities if registration is refused. If
the applicant is not satisfied with the ruling of competent
authorities, he can still lodge a further administrative
lawsuit before the Beijing IP Court.

For Copyrights, try re-filing the application after
amending the application documents.

9. What are the current application and renewal
fees for each of these intellectual property
rights?

Official fee RMB 950 for invention; RMB 500 for utility
mode/design; RMB 1000 for semiconductor topography;
0 RMB for plant variety; RMB 270 for regular trademark;
RMB 1500 for certification/collective mark. Application
fees for copyright registration vary depending on the type
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and length of the work, mostly ranging from RMB 300 to
RMB 2000 per work.

10. What are the consequences of a failure to pay
any renewal fees and what (if any) steps can be
taken to remedy a failure to pay renewal fees?

Patents or trademark: abandonment of the right with
possible restoration.

Copyright, semiconductor topography and plant varieties:
No renewal fees.

11. What are the requirements to assign
ownership of each of the intellectual property
rights described above?

Patents, semiconductor topography, plant varieties: file a
request for the assignment.

Where a registered trademark is assigned, the assignor
and the assignee shall enter into an assignment
agreement, and jointly file an application with the China
National Intellectual Property Administration (CNIPA).
The assignee shall guarantee the quality of
goods/services on which the registered trademark is
used. A trademark registrant intending to assign the
registered trademark is required to concurrently assign all
its identical and/or similar registered trademarks on
identical and/or similar goods/services.

A copyright owner may wholly or partially transfer certain
rights (such as “the right of reproduction” etc.) in
accordance with the Copyright Law, a written contract
shall be concluded by and between the transferer and
transferee.

12. Is there a requirement to register an
assignment of any of these intellectual property
rights and, if so, what is the consequence of
failing to register?

To transfer patent rights or trademark rights, the parties
concerned must register the assignment with the CNIPA
after signing a written contract for the transfer. The
transfer of rights shall take effect from the date of
registration.

However, copyright transfers do not need to be registered
now. A copyright transfer contract concluded with the
copyright owner may be filed with the registry recognized
by the copyright authority for the record, and it is not
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mandatory.

13. What are the requirements to licence a third
party to use each of the intellectual property
rights described above?

A licence contract.

14. Is there a requirement to register a licence of
any of these intellectual property rights and, if
so, what is the consequence of failing to
register?

Yes, it is advisable but not mandatory, and does not
influence the effectiveness of a license contract.

According to trademark law, where a license contract has
not been filed with the CNIPA, it can not be invoked to
confront bona fide third parties.

15. Are exclusive and non-exclusive licensees
given different rights in respect of the
enforcement of the licensed IP, and if so, how do
those rights differ?

Yes. The licensees' rights are different as to lodging
lawsuits.

The exclusive licensees can enforce the licensed rights
(e.g., file a civil litigation against infringement as plaintiff),
the non-exclusive licensees need to have the explicit
authorization from the right owner for enforcement of the
licensed trademark/copyright.

16. Are there criminal sanctions for infringement
of any intellectual property rights, and if so, what
are they and how are they invoked?

Criminal sanctions are available in P.R. China for
infringement of IP rights, including patents, trademarks
and copyright, and trade secrets etc..

Patents:

In the fields of patent, criminal sanctions only apply to the
act of counterfeiting patents, whoever counterfeits the
patent of another shall, if the circumstances are serious,
be sentenced to fixed-term imprisonment of not more
than three years or criminal detention and shall also, or
shall only, be fined.
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Trademarks:

Any person involved in the following acts shall bear
criminal liabilities: (1) Use a trademark that is identical
with or confusingly similar to other's registered
trademark on identical goods without consent of the
registrant and constitutes a crime; (2) Counterfeits, or
marks without authorization, representations of a
registered trademark of another person, or offers for sale
such representations and constitutes a crime; (3)
Knowingly sells goods that bear a counterfeited
registered trademark and constitutes a crime. The
infringement act can be reported before the police to
invoke criminal sanctions.

Copyright:

There are criminal sanctions for copyright infringement.
(1) criminal detention, not more than three years of fixed-
term imprisonment and/or monetary fine; (2) not less
than three years and not more than seven years of fixed-
term imprisonment and monetary fine for severe
copyright infringement. The infringement acts can be
reported before the police to invoke criminal sanctions.

17. What other enforcement options are available
for each of the intellectual property rights
described above? For example, civil court
proceedings, intellectual property office
proceedings, administrative proceedings,
alternative dispute resolution.

Civil court proceedings, intellectual property office
proceedings, administrative proceedings, customs
seizure actions, tort complaint, negotiation, meditation,
arbitration.

18. What is the length and cost of such
procedures?

The length and cost of such procedures depend on the
complexity of the case and the workload of the official
department. For instance, the first instance judgement
before the court is on average 6 months.

19. Where court action is available, please
provide details of which court(s) have
jurisdiction, how to start proceedings, the basics
of the procedure, the time to trial, the format of
the trial, the time to judgment and award of relief
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and whether any appeal is available.

Jurisdiction: where the defendant is domiciled or where
the infringing acts or results take place.

Commencing Proceedings: Plaintiffs must file (1) a Power
of Attorney, (2) a copy of Certificate of Incorporation and
(3) a Certificate of Identity of the Legal Representative (if
the Plaintiff is a legal entity rather than an individual)

After the case is accepted by the court, the court shall
send a copy of the plaintiff's complaint to the defendant
within five days, and the defendant shall file a defence, if
any, within 15 days from receipt of the copy of the
plaintiff's complaint. When the defendant files a defence,
the people's court shall send a copy of the defence to the
plaintiff within five days from receipt of the defence by
the court.

Trial Format: Simple IP trials usually last several hours,
while complex ones could be longer. And the trial mainly
consists of three parts:1) Court investigation; 2) Court
debate;3) Closing statement.

Judgements, Relief and Appeal: Civil cases concerning
only domestic parties shall be concluded within six
months of the date the case has been accepted. While
civil cases involving foreign parties have no fixed
timeline.

If infringement is found, judges in civil cases can award
injunctive relief and monetary damages including punitive
damages in some cases etc. for rights holders.

If a party refuses to accept a judgment of first instance of
a people's court, he shall have the right to file an appeal
with the people's court at a higher level within 15 days
from the date of the service of the judgement.

20. What customs procedures are available to
stop the import and/or export of infringing
goods?

Customs Protection or Border Protection in China is
available to stop the import and/or export of infringing
goods.

Patent, trademark and copyright can be recorded in the
database of China General Administration of Customs to
help the local customs offices supervise the import and
export of goods. Take trademark for example, once a
trademark has been recorded, the trademark information
will be shared by local customs offices in China. During
routine inspections on imported or exported goods, if the
customs officials suspect that the goods have infringed
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the recorded trademark rights, they will take ex officio
action and notify the trademark owner or the agent of the
trademark owner based on the contact information
recorded in the customs database. The trademark owner
shall reply to the customs office within three workdays
upon receipt of the notification. When the local customs
office receives the application for detention of goods filed
by the owner and the required security bond, it will detain
the suspected infringing goods, and then proceed with
further investigations. If the exporter or importer can not
prove that the seized goods are genuine, the customs
office will issue a penalty decision which includes
confiscation of the goods and a monetary fine on the
infringer. The customs officials may also detain and seize
the imported or exported goods which infringe upon the
rights of the recorded trademarks based on complaint
filed by the trademark owner, supported by reliable
information and evidence.

21. Are any non-court enforcement options or
dispute resolution mechanisms mandatory in
respect of intellectual property disputes in any
circumstances? If so, please provide details.

The non-court enforcement options or dispute resolution
mechanisms are not mandatory in China. At present,
China is exploring a diversified dispute resolution
mechanism for non-court enforcement options and
intellectual property dispute resolution.

At present, intellectual property arbitration institutions
and mediation institutions have been set up in many
places of China. As an important part of the social relief
of intellectual property disputes, the non-court
enforcement options or dispute resolution mechanisms
form an effective linkage with the judicial and
administrative departments in terms of the holistic IPR
protection mechanism in China.

22. What options are available to settle
intellectual property disputes in your
jurisdiction?

Besides the options stated in above questions, disputes
can be settled through negotiation, mediation and
arbitration. Once a mediation agreement is reached, the
people's court will draw up a written mediation paper,
which clearly set forth the claims of the action, the facts
about the case, and the result of the mediation. Once the
mediation paper is signed by both parties, it becomes
legally binding and enforceable.
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23. What is required to establish infringement of
each of the intellectual property rights described
above? What evidence is necessary in this
context?

For patents, evidence to establish infringement including
the followings:

Firstly, evidence that the plaintiff has the standing to sue
against the alleged patent infringer;

Secondly, evidence that the technical solution alleged for
infringement comprises technical features identical or
equivalent to all the technical features recited in the
claim;

Thirdly, evidence that the patent in issue has been
exploited by the alleged infringer without permission of
the patentee.

For trademarks, the infringement may be established
under below conditions:

The use of the questionable mark is confirmed to be
identical with or similar to the prior registered mark and
used on the same or similar goods/services, likely to
cause confusion. As for the prior trademark recognized
as a well-known trademark, it can be cited to stop
infringing trademark use on dissimilar goods/services if
the prior trademark has been registered in P.R. China or it
can be cited to stop infringing trademark use on identical
or similar goods/services if the prior trademark has not
been registered in P.R. China.

For copyright, the infringement may be established upon
establishment of (1) the defendant's chance of access to
the original work, and (2) substantial similarity between
the two works. It is also very necessary to prove that the
plaintiff has copyright ownership as legal grounds for the
infringement claim. According to the laws and
regulations, the manuscripts, original scripts, lawful
publications, copyright registration certificates,
attestations issued by authentication institutions,
contracts for acquiring rights, etc. as submitted by the
parties concerned may be adopted as evidence proving
the ownership of the copyright.

For IP-related unfair competition, the infringement may
be determined upon establishment of (1) the plaintiff has
actual business operation in P.R. China to the extent that
there is a certain influence accumulated in his product
name, trade dress, trade name, domain name, webpage,
etc. (2) the defendant's alleged acts are causing or have a
likelihood to cause confusion among the public as to the
origin of the goods/services in issue or as to the
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connection between the two parties.

For trade secret infringement, it is necessary to prove one
of the following acts to establish infringement of trade
secret:

(1) Acquiring a trade secret from the right holder by theft,
bribery, fraud, coercion, electronic intrusion, or any other
illicit means.

(2) Disclosing, using, or allowing another person to use a
trade secret acquired from the right holder by any means
as specified in the preceding subparagraph.

(3) Disclosing, using, or allowing another person to use a
trade secret in its possession, in violation of its
confidentiality obligation or the requirements of the right
holder for keeping the trade secret confidential.

(4) Abetting a person, or tempting, or aiding a person into
or in acquiring, disclosing, using, or allowing another
person to use the trade secret of the right holder in
violation of his or her non-disclosure obligation or the
requirements of the right holder for keeping the trade
secret confidential.

An illegal act as set forth in the preceding paragraph
committed by a natural person, legal person or
unincorporated organization other than a business shall
be treated as infringement of the trade secret.

Where a third party knows or should have known that an
employee or a former employee of the right holder of a
trade secret or any other entity or individual has
committed an illegal act as specified in paragraph 1 of
this Article but still acquires, discloses, uses, or allows
another person to use the trade secret, the third party
shall be deemed to have infringed upon the trade secret.

For the purpose of this Law, "trade secret” means
technical, operational or other commercial information
unknown to the public and is of commercial value for
which the right holder has taken corresponding
confidentiality measures.

24. How does the court acquire any necessary
information (fact or technical) and in what
circumstances does it do so? In particular a) Is
there a technical judge, a judge with technical
experience, a court appointed expert, an expert
agreed by the parties, and/or parties' expert
witness evidence? b) What mechanisms are
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available for compelling the obtaining and
protecting of evidence? Is disclosure or discovery
available?

a)

Yes, all the mentioned are available. It is worth pointing
out that Chinese courts have been exploring the
mechanism of finding out technical facts by multiple
means in technical cases. At present, with the
establishment of "national court technical investigation
talent pool”, there are more than 360 technical
investigators and technical consulting experts, who are
shared in the national court system.

b)

Yes. At present, important evidence can be collected by
means of evidence preservation, order for filing
documents, lawyer investigation order and so on.
However, the conditions for the issuance of the lawyer's
investigation order, the elements of evidence preservation
and the standardized process, the starting procedure and
the scope of application of the system of obstruction of
proof are still explored in the case.

25. How is information and evidence submitted
to the court scrutinised? For example, is cross-
examination available and if so, how frequently is
it employed in practice?

According to the principle of “the burden of proof rests
with the claimant”, the parties should actively adduce the
evidence and accept the inquiry to the other party. The
number of questions is determined according to the
complexity of the case and the specific needs of the trial.
On this issue, the current principles of judicial practice
are: 1) the evidence must be disclosed, and the right of
cross-examination must be guaranteed; 2) the necessary
filtering mechanism of confidential information must be
determined in the cross-examination procedure.

26. What defences to infringement are available?

For patent, defences include: defence of non-
infringement, defence of patent invalidity, defence of
abuse of patent right, defence of legislated exemptions,
defence of prior art or prior design, defence of legitimate
source, and defence for not stop using the infringing
product.

For trademark, defences include: No trademark
infringement; fair use; licensed use; legitimate product
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source; prior rights, prior use, laches and/or loss of
statutory limitations; unclean hands; abuse of rights; lack
of standing to sue or to be sued; no trademark in
commercial use inside P.R. China.

For copyright, defences include: Independent creation;
licensed use; fair use; laches and/or loss of statutory
limitations; public domain; abuse of rights; lack of
standing to sue or to be sued.

27. Who can challenge each of the intellectual
property rights described above?

Anyone.

28. When may a challenge to these intellectual
property rights be made (e.g. during any
registration process or at any time during the
subsistence of the right)?

Generally after the granting or registration of the IP rights.
For patent application, during the prosecution one can
challenge by filing a third-party observation; for granted
patent, invalidation request may be filed to challenge the
validity of the patent at any time after grant. For
trademarks: opposition can be filed within 3 months since
the publication; or cancellation after 3 years since the
approval of registration based on non-use; any time after
the date of registration based on claim of generic name.
Invalidation can be filed within 5 years since the date of
registration. As for invalidation filed after 5 years of the
date of registration, it is necessary for the prior trademark
owner to submit evidence to prove that the prior
trademark had become a well-known trademark before
the filing date of the trademark in dispute so as to prevail
in the invalidation action. For copyright, one's copyright
can be challenged at any time through court actions by a
third party who has evidence proving otherwise.

29. Briefly, what is the forum and the procedure
for challenging each of these intellectual
property rights and what are the grounds for a
finding of invalidity of each of these intellectual
property rights?

For patents: Invalidation requests relating to patents
must be filed to the China National Intellectual Property
Administration (CNIPA), together with invalidation
evidence materials. After accepting the case, CNIPA will
deliver the invalidation request and evidence to the patent
owner, who will need to file a written response to CNIPA
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within statutory time limit, and CNIPA will hold an oral
hearing with both parties and make a written decision
afterwards regarding the validity of the patent in issue.

The grounds for invalidation are as follows: being
unpatentable subject matter, lacking novelty and/or
inventiveness over the prior art, lack of practicability,
insufficient disclosure, lack of clarity, lack of essential
technical features, double patenting, amendments
extending the scope of original disclosure, non-
compliance with requirements of confidentiality
examination, and/or divisional application exceeding the
disclosure of original application.

For trademarks: The forum for challenging trademark
rights is CNIPA and the proceedings at CNIPA are subject
to judicial review before the courts at the requests of the
parties involved in the proceedings. The grounds for
challenging the trademark rights include:

a. the trademark in dispute is identical with or
similar to the prior trademark or in conflict with
prior rights;

b. the trademark in dispute has been filed or
registered in bad faith;

c. the trademark in dispute has not been used for
3 consecutive years after registration;

d. the trademark in dispute has become generic

e. the trademark in dispute should not be
registered on absolute grounds etc..

For copyright: The forum for challenging copyright is the
competent people's court (under the claim “dispute over
ownership of copyright") or the copyright office. The
grounds for a finding of invalidity of copyright include
public domain and failure to meet requirements for
copyright protection under the PRC Copyright Law.

30. Are there any other methods to remove or
limit the effect of any of the intellectual property
rights described above, for example, declaratory
relief or licences of right?

Patents:

(1) Declaratory relief: Where a patent holder sends a
warning to others for infringing a patent and where the
patent holder neither withdraws the warning nor files a
lawsuit within one month upon receiving a written
reminder in which the person warned or the interested
party urges the patent holder to exercise the right of
action, or within two months upon issuing the written
reminder, the courts shall accept the case if the person
warned or the interested party files a request for a
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declaratory judgment action for non-infringement.

(2) Licences of Right: The new patent law allows
patentees to register an open licensing offer to the CNIPA
and encourages the sharing and exploitation of patented
technology toward a third party with a license fee
specified by the patentees.

(3) Compulsory licensing: Compulsory license can be
awarded in the following situations:

e a patentee has failed to exploit a patent
without reasonable justification for more than
three years from the date of grant and four
years of the date of filing;

e the use of the patent is determined to be
monopolistic and a compulsory license would
remove or reduce the anticompetitive effects
of such patent use;

e national emergency, extraordinary state, or
public interest requires a compulsory license;

e public health interests require that a
compulsory license on patented medicine is
granted to export the medicine to countries or
regions specified in the relevant international
treaties to which China joins; or

e major technical improvements with significant
economic impact are dependent on earlier
patents.

Trademarks: (1) If another person has used a trademark
identical with or similar to the registered trademark on
identical or similar goods/services before the filing date
of the registered trademark and the trademark in prior
use has built a certain influence, the trademark registrant
has no right to prohibit the person from continuing to use
the trademark in prior use within the original scope.
However, the trademark registrant may require the owner
of the trademark in prior use to add a proper
distinguishable on his goods/service. (2) Trademark
licensee may resort to the trademark license to remove or
limit the effect of the rights of the trademark licensor.

3 The letter of consent may remove or limit the effect of
the trademark rights. (4) Cancellation can be filed based
on non-use in three consecutive years or claim of generic
name to limit or remove the effect. (5) Invalidation can be
filed against the registered trademark to limit or remove
its effect. (6) If the component part of a trademark
contains a generic or descriptive term or element, the
trademark owner shall enjoy the exclusive right to the
trademark, but shall not restrict others from using the
generic or descriptive term or element in the market. (7)
Fair use of the registered trademark is allowed, which
does not constitute infringement. (8) If the trademark
infringement action is filed in bad faith and found to be an
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abuse of rights, the plaintiff filing the trademark
infringement lawsuit does not have rights to stop the
legitimate trademark owner from using the trademark in
dispute.

Copyright: (1) Independent creation; (2) contractual
limitations or exclusive license; (3) fair use.

31. What remedies (both interim and final) are
available for infringement of each of the
intellectual property rights described above?

Remedies of court proceeding are injunction, including
interim injunction before or during a trial and final
injunction, monetary compensation including punitive
damages, public apologies, monetary fine, confiscation of
infringing goods and/or infringing items including the
facilities used to perpetrate the IP infringement etc..

In administrative proceedings, the owner cannot get
damage compensation unless the infringer volunteers to
pay compensation.

In judicial proceedings, the amount of damages shall be
accessed on the basis of the actual losses suffered by
the right holder because of the infringement, or
alternatively, on the basis of the profits the infringer has
earned because of the infringement. Where it is difficult to
determine the losses the right holder has suffered or the
profits the infringer has earned, the amount may be
assessed by reference to the appropriate multiple of the
amount of using the IP under a contractual license.
Where the infringement is committed in wilful and the
circumstance is serious, the amount of damage shall be
more than 1 time but less than 5 times of the amount
assessed by referring to the above calculation. The
amount of the damage shall also include the reasonable
expenses of the right holder incurred for stopping the
infringement act. Where it is difficult to determine the
losses suffered by the right holder, the profits the
infringer has earned and the fees of licensing, the
people's court shall grant a compensation not exceeding
RMB 5,000,000 yuan.

Punitive damages: The right holders of IPRs, including not
only the rights in terms of copyright, trademark and
patent, but also those under anti-unfair competition law
and seeds law, can seek for punitive damages, against
wilful infringement with serious circumstances. For
example, in the following situations, the courts can hold a
presumption of intentionality:

o the defendant continues to commit the
infringing acts after being notified or warned
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by the plaintiff or the interested party;

o the defendant and the plaintiff or the
interested parties have relationships in terms
of labor, service, cooperation, licensing,
distribution, agency, representative etc., and
have accessed to the infringed intellectual
property rights;

o the defendant has business with the plaintiff or
interested parties or has negotiated for
reaching a contract, etc., and has accessed to
the infringed intellectual property rights;

o the defendant committed acts of pirating, or
counterfeiting registered trademarks.

and the following are typical situations of serious
infringement:

e after being punished by an administrative
penalty or a court decision for infringement,
committing the same or similar infringement
again;

e committing the infringement of intellectual
property rights as the whole business;

¢ forging, destroying or concealing evidence of
infringement;

o refusal to abide by the preservation ruling.

32. What are the costs of enforcement
proceedings and is any kind of costs recovery
available for successful parties? Is there a
procedural mechanism enabling or requiring
security for costs?

Patents:

Costs of patent enforcement usually include litigation fee,
attorney's fee, notarization fee, investigation fee,
infringing product purchasing and other expenses.

The costs awarded to the successful party are at the
court's discretion in its judgement and the winning party

could apply for compulsory execution of the judgement.

Where one party requests for preservation of measures or
evidences, security of costs may be requested when
necessary.

Trademarks:

Costs of trademark enforcement usually include litigation
fee, attorney’s fee, notarization fee, investigation fee,
infringing product purchasing and other expenses.

The costs awarded to the successful party are at the
court's discretion in its judgement and the winning party
could apply for compulsory execution of the judgement.

In civil litigation, the official fee for litigation proceedings
and damages caused by infringement and reasonable
expenses of the right holder incurred for stopping the
infringement act can be burdened by the defendant.

Where one party requests for preservation of measures or
evidence, security of costs may be requested when
necessary.

Copyright:

Costs of copyright enforcement usually include litigation
fee, attorney's fee, notarization fee, investigation fee,
infringing product purchasing and other expenses.

The costs awarded to the successful party are at the
court's discretion in its judgement and the winning party
could apply for compulsory execution of the judgement.

In civil litigation, the official fee for litigation proceedings
and damages caused by infringement and reasonable
expenses of the right holder incurred for stopping the
infringement act can be burdened by the defendant.

Where one party requests for preservation of measures or
evidence, security of costs may be requested when
necessary.
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